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Andrew Fessak 
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1103326 0659 


App>lici^tiDn Number 
09/806,801 


Filed 

Apr 4, 2001 


Rrst Named Inventor 

Folestad et al. 


Art Unit 
2856 


Examiner 
Paul M. West 


Applicant requests review of the final rejection in the above-identified application. No amendnnents are being filed 
with this request. 


This request is being filed with a notice of appeal. 


The review is requested for the reason(s) stated on the attached sheel(s). 
Note; No more than five (5) pages may be provided. 
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Paul M, West 
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Assistant Coniimssioner for Patents 
Box 1450 

Alexandria, VA 223 1 3-1450 


Sir: 


REMARKS ACCOMPANYING 
PRE- APPEAL BRIEF REQUEST FOR REVIEW 


Applicants request review of the final rejection in the Office Action mailed October 3 1 , 
2005 in the referenced application. Attached are Applicants* Pre-Appeal Brief Request for 
Review (Form PTO/SB/33) and Notice of Appeal (Form PTO/SB/31), 

Applicants petition for a one-month extension of time for responding to the final Office 
Action. The Assistant Commissioner is authorized to charge the one-month extension of time fee 
of $120.00 under 37 C-FR, §1. 17(a)(1), and the Notice of Appeal fee of $500.00 under 37 C.F R 
§4L20(b)(l) lo Deposit Account No. 23-1703. 
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REMARKS 

L Grounds for requesting prc-appeal brief conference 

By this commimicatioTi, Applicants request that an appeal panel of examiners review the 
legal and factual basis of the final OflSce Action mailed on October 31 , 2005 (the ''final OJTice 
Action'') and the subsequent Advisory Action mailed on January 23, 2006 (the '^Advisory 
Action") in the referenced application. The final Office Action was issued in response to 
Applicants' Amendment (the "Amendment") filed on August 26, 2005, and the Advisory Action 
was issued in response to Applicants* request for reconsideration filed on December 8, 2005, 

A telephonic interview occurred on May 17, 2005 with the Examiner and Applicants' 
representatives, hi response to a nonfinal Office Action, mailed June 1, 2005, claims 1,18, 27, 
and 28 were amended by the Amendment along the lines of the Examiner Interview as 
summarized by the hiterview Summary of record, mailed on May 20, 2005. For example, the 
expression "adapted to move" was deleted from the claims. All of the pending claims 1-3, 6-23, 
and 25-28 arc in the form as of tlie date of the Amendment and have not been subsequently 
amended. 

Applicants submit that the Examiner dad not provide any explanation in the final Office 
Action for maintaining the §103(a) rejections of record over the claims as amended by the 
Amendment. Rather, the final Office Action is essentially a verbatim repeat of the previous 
Office Actions which issued prior to the Amendment and the claim amendments. As such, the 
final Ofllcc Action is silent with regard to the claim amendments and arguments set forth in the 
Amendment. 

Applicants filed a response to the final Office Action and pointed out the Examiner's 
failure lo address the claim amendments and arguments set forth in the Amendment, However, 
in the Advisory Action, the Examiner merely asserted that the Office Action states why the 
claims are rejected. However, an examination of the record shows tliat this is not the case. The 
final Office Action does not discuss how the most recent amendments and arguments fail to 
overcome the outstanding prior art rejections. 

Tt is respectfully submitted, therefore, that the Examiner erred by failing to substantiate a 
prima fade case of obviousness with respect to the claims as amended by the Amendment, This 
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is particularly striking since the claims were amended along the hnes of the Examiner Interview. 
Accordingly, for this reason, the prosecution history of the referenced application appears to be 
compromised with factual and/or legal error, and Applicants arc entitled to relief in the forra of a 
withdrawal uflht; §1 03(a) rejections of record in view of tlie claim amendments or a 
substantiation of tlie prior art rejection of the amended claims. 

IL Outstanding rejections 

For the convenience of the Appeals Panel, the outstanding rejections are given below. 

Claims 1-3, 6-11, 17, and 26 aie rejected under 35 U.S.C. §103(a) as allegedly being 
unpatentable over EP 896,215 to Hammond et al, ("Hammond**) in view of EP 767,369 to 
Trygstad ("Trygstad"), US 5,463,223 to Wong et al. ("Wong"), and DE 4441686 to Schilling 
("Schilling"), 

Claims 12, 14-16, 18-23, and 25 are rejected under 35 U.S.C. §103(a) as allegedly being 
unpatentable over Hammond in view of Trygstad and Schilling. 

Claims 27 and 28 are rejected under 35 U.S.C. §1 03(a) as allegedly being unpatentable 
over Hammond in view of Wong. 


III. Errors in the Examiner's rejections. 

Applicants submit that Examiner has not established a prima facie case of unpatentability 
over the amended claims in view of the cited combination of Hammond, Trygstad, Schilling, and 
Wong. None of these cited documents, whether alone or in combination, discloses or suggests a 
sample presentation apparatus as presently claimed. 

In support of their Request, Applicants refer the Appeals Panel to the following; (a) the 
hiterview Summary dated May 17, 2005; (b) the Amendment filed on March 31, 2005^ pages 
7-12; and (c) the Amendment filed on August 26, 2005, pages 7-10, in distinguishing the claimed 
invention over Hammond, Trygstad, Schilling, and Wong. 

The need to rely upon four separate references to allegedly arrive at the claimed invention 
confimis its non-obviousness. The blatant reconstruction of the invention would not have been 


-3- 


PAGE 3/6* RCVD AT 212712006 2:01:30 PM pstem Standard Time]* SVR:USPTO-EFXRF-6/30 • DNIS:2738300« CSID:2128197583 * DURATION (inin-ss):02-02 


FROM W&C LLP 19TH FL- 


(MON) 2. 27' 06 1 5 :07/ST. 15: 06/NO. 4260454338 P 4 


Serial No. 0m06,^0\, filed April 4, 2001 
Docket No. 1103326*0659 
Page 4 ol'4 

possible without the benefit of Applicants* disclosure. Applicants therefore submit that the prior 
art rejection of record over the amended claims is based on imperaiissible hindsight. 

JV- Cunclu$ioa 

Applicants respectfully submit that they have been unfairly prejudiced by the Examiner's 
failure to address the claim amendments and arguments set forth in the AmendmenL Claims 1-3, 
6-23^ and 25-28 are patentable over the cited prior art set forth in the Amendment. Accordingly, 
Applicants request reconsideration and allowance of the claims, or at a minimum, reissuance of 
the Office Action with a detailed discussion of the most recent claim amendments in view of the 
art of record. 

Authorization is hereby given to charge any fee due in connection with this 
communication to Deposit Account No. 23-1703. 



Respectfully submitted. 



Andrew Fessak \ 
Reg. No. 48,528 
Customer No. 07470 
White & Case LLP 
Direct Line: (212) 819-8437 


Enclosures: Pre-Appcal Brief Request for Review (Form PTO/SB/33) (1 page) 
Notice of Appeal (Form PTO/SB/31) (1 page) 
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